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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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1 . Claims 1 -32 are pending. 

2. The co-pending applications are 10/90,893 and 10/091 .204. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-32 have been considered but are 
moot in view of the new ground(s) of rejection. 



Double Patenting 

4. Claims 1-32 of this application conflict with claims 1-38 of Application No. 
10/090,893. 37 CFR 1.78(b) provides that when two or more applications filed by the 
same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their 
retention during pendency in more than one application. Applicant is required to either 
cancel the conflicting claims from all but one application or maintain a clear line of 
demarcation between the applications. See MPEP § 822. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-32 are provisionally rejected under the judicially created doctrine of 
double patenting over claims 1-38 of copending Application No. 10/090893. This is a 
provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

('893) Claiml. A system comprising: 

a server comprising a document in a format supported by the server wherein the 
document is available to one or more devices via a network: a small device configured 
to couple to the server : 

wherein the server is configured to generate a small device document in a format 
supported bv the small device from the document in the format supported bv the server : 

wherein the small device is further configured to modify the small device 
document : and 

wherein the server is further configured to synchronize the document in the 
format supported bv the server with a modified version of the small device document on 
the small device . 

('203. Claim 1). A system comprising: 

a server configured to store documents in one or more server formats, wherein 
the documents are available to one or more devices via a network, wherein the server is 
configured to generate a small device document in a small device format from a 
document in a server format , wherein, to generate a small device document in a small 
device format from a document in a server format, the server is further configured to 
exclude one or more formats for content of the document in the server format from the 
small device document : and 

wherein the server is further configured to provide the small device document to 
a small device coupled to the server : the small device, wherein the small device is 
configured to: 

modify the small device document to produce a modified version of the small 
device document : and 

provide the modified version of the small device document to the server; wherein 
the server is further configured to generate a modified version of the document in the 
server format from the modified version of the small device document, wherein, to 
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generate a modified version of the document in the server format from the modified 
version of the small device document, the server is further configured to restore the one 
or more formats for content of the document in the server format excluded from the 
small device document. 

('203. Claim 7). configured to resolve differences between the modified version of 
the document in the server format and another modified version of the document in the 
server format to generate a svnchronized version of the document in the server format . 

Furthemriore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCRA 
1968). See also M PEP § 804. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-32 are rejected under 35 U.S.C. 103(a) as obvious over Mendez et a! 
[Mendez, 5.961,590] in view of Boucher et al [Boucher 6,725,421 81]. 
5. As per claim 1 , Mendez discloses A system comprising: 

a server configured to store documents in one or more server formats (i.e.: global 
format), wherein the documents are available to one or more devices via a network (i.e.: 
Internet), wherein the server is configured to generate a small device document in a 
client format from a document in a server format [Mendez, the client format A and 
server global format, col 4 lines 57- col 5 line 25; PDA, col 5 lines 26-47], wherein, to 
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generate a client document in a client format from a document in a server format, the 
server is further configured to exclude (i.e.: select) one or more formats for content of 
the document in the server format from the client document [Mendez, the global server 
access or format to the content, col 13 lines 1-15; the email module select and 
download client email, col 17 lines 14-34]; 

An Official Notice is taken that the information relating to the content and /or the 
format of the converted text was well-known in the art [see Marmor reference] 

wherein the server is further configured to provide the client document to a client 
device coupled to the server [Mendez, the client format A and server global format, col 4 
lines 57- col 5 line 25; PDA, col 5 lines 26-47]; 

the client wherein the small device is configured to: 

modify the client document to produce a modified version of the client document 
[Mendez, modified version, col 6 lines 35-42]; and 

provide the modified version of the client document to the server [Mendez, 
modified folder, col 8 lines 1-60]; 

wherein the server is further configured to generate a modified version of the 
document in the server format from the modified version of the client document 
[Mendez, update version for translation, col 10 lines 25-67], wherein, to generate a 
modified version of the document in the server format from the modified version of the 
client document [Mendez, modified version, col 6 lines 35-42]; 
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However Mendez does not explicitly detail "the server is further configured to 
restore the one or more formats for content of the document in the server fomriat 
excluded from the client document" 

In the same endeavor, Boucher discloses a method and apparatus for storing, 
retrieving and playing multimedia data [Boucher abstract]; converting data into a format 
that can be played [Boucher, col 6 lines 7-14] ; content in XML format can be restored 
[Boucher, col 1 1 lines 19-29; col 21 line 60-col 22 line 6] 

Therefore it would have been obvious to an ordinary skill in the art at the time the 
invention was made to incorporate the technique of restore the original format as taught 
by Boucher into the Mendez's apparatus in order to utilize the modified version process. 
Doing so would provide the flexibility to the Web client to select and modify the format 
by using any network devices. 

6. As per claim 2, Mendez-Boucher disclose the document in the server format is 
an office productivity document [Mendez, email workspace folder, col 8 lines 1-10]. 

7. As per claim 3, Mendez-Boucher disclose restore the one or more formats for 
content of the document in the server format excluded from the small device document 
[Boucher, content in XML format can be restored col 1 1 lines 19-29; col 21 line 60-col 
22 line 6], the server is further configured to: 

compare modified content of the modified version of the small device document 
to corresponding content of the document in the server format to determine one or more 
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formats for the modified content of the modified version of the small device document to 
be merged with the document in the server format [Mendez, modified version, col 6 
lines 35-42; a comparison, col 10 lines 3-17]; and 

merge the modified content of the modified version of the small device document 
into the document in the server format in accordance with the determined one or more 
formats for the modified content [Mendez, merge email, col 2 lines 49-67]. 

8. As per claim 4, Mendez-Boucher disclose generate a modified version of the 
document in the server format from the modified version of the small device document, 
the server is further configured to: 

determine differences between the modified version of the small device 
document and the document in the server format, wherein each determined difference 
indicates changed content of the modified version of the small device document; and for 
each of the determined differences, merge corresponding changed content of the 
modified version of the small device document with the document in the server format 
[Mendez, col 8 lines 27-48] 

9. As per claim 5, Mendez-Boucher disclose determine differences between the 
modified version of the small device document and the document in the server format, 
the server is further configured to: 

generate a modified version of the small device document in the server format 
from the modified version of the small device document in the small device format; and 
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compare the modified version of the small device document in the server format to the 
document in the server format [Mendez, modified version, col 6 lines 35-42; a 
comparison, col 10 lines 3-17]. 

1 0. As per claim 6, Mendez-Boucher disclose generate a modified version of the 
document in the server format from the modified version of the small device document, 
the server is further configured to: 

generate a modified document in an interim format from the modified version of 
the small device document [Boucher, content in XML format can be restored, col 1 1 
lines 19-29; col 21 line 60-col 22 line 6]; 

generate a document in the interim format from the document in the server 
format [Mendez, the client format A and server global format, col 5 lines 45-64; col 6 
lines 8-63]; 

determine one or more differences between the modified document in the interim 
format and the document in the interim format [Mendez, determine if any conflicts exist, 
col 8 line 35-47]; 

for each of the determined differences, merge corresponding changed content of 
the modified document in the interim format with the document in the interim format; and 
generate the modified version of the document in the server format from the document 
in the interim format [Mendez, merge email, col 2 lines 49-67]. 



» 
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11. As per claim 7, Mendez-Boucher disclose the server is further configured to 
resolve differences between the modified version of the document in the server format 
and another modified version of the document in the server format to generate a 
synchronized version of the document in the server format [Mendez, detemiine if any 
conflicts exist, col 8 line 35-47]. 

12. As per claim 8, Mendez-Boucher disclose resolve differences between the 
modified version of the document in the server format and another modified version of 
the document in the server format, the server is further configured to: 

display the differences between the modified version of the document and the 
other modified version of the document; and for each difference, accept user input 
specifying which version is to be used in the synchronized version of the document 
[Mendez, determine if any conflicts exist, col 8 line 35-47]. 

13. As per claim 9, Mendez-Boucher disclose the server comprises a set of policies 
configured for use in resolving differences between versions of documents in the server 
format, wherein, to resolve differences between the modified version of the document in 
the server format and another modified version of the document in the server format, 
the server is further configured to, for each difference: 

determine one of the polices corresponding to the difference; and apply the 
determined policy to the difference to determine which version is to be used in the 
synchronized version of the document [Mendez, determine if any conflicts exist, col 8 
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line 35-47]. 



14. Claims 10-32 contain tlie similar limitations set for claims 1-9. Therefore claims 
10-32 are rejected for the same rationale set forth in claims 1-9. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Thong Vu, whose telephone number is (571)- 
272-3904. The examiner can normally be reached on Monday-Thursday from 8:00AM- 
4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached at (571) 272-3868. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval IPAIRI system. Status information for published 
applications may be obtained from either Private PMR or Public PMR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Thong Vu 
Patent Examiner 
Art Unit 2142 




